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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 18, 2006 has been entered. 

Election/Restrictions 

2. Claims 7-17 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on December 18, 2006. 



3. Applicant's election with traverse of claims 1-6 and 18-19 in the reply filed on 
December 18, 2006 is acknowledged. The traversal is on the following grounds: 

(a) Applicant appears to have interpreted the language "do not overlap in 
scope" from MPEP 806.05(d) to mean "have no overlap whatsoever". Such an 
interpretation is incorrect. Applicant is challenged to provide an example of at least two 
claims that are subcombinations usable together that have no overlap whatsoever. 
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Such a situation does not exist. Claims that have no overlap whatsoever are restricted 
as "independent inventions" (note MPEP 806.06). 

To be fair, there should be a significant amount of difference between the two 
inventions for a restriction as subcombinations usable together to be proper. That 
difference must be determined to present a serious burden on the examiner, in 
accordance with MPEP 808. 

Such a determination has been clearly established in the restriction requirement, 
as further explained below. 

(b) With regard to the required showing of "utility other than in the disclosed 
combination", applicant's arguments hinge on the assertion that "the Examiner is merely 
pointing out the differences in limitation between the claims". This is puzzling. How 
else should a restriction requirement be made other than by differences in limitations? 
In fact, differences in limitations are really the basis of all restriction practice. 

(c) Applicant further argues that the claims of subcombination I do not 
"preclude" the freezing of backup data. However, precluding the operation of another 
subcombination is not a requirement of MPEP 806.05(d). 

(d) Applicant also argues that "all of the independent claims in both groups 
can cover embodiments as described in Applicant's disclosure that may freeze backup 
data". However, restriction practice is based on the language of the claims. Applicant 
is no doubt well aware of the prohibitions of reading all of the disclosure into the claims. 

(e) The examiner agrees that the primary classification of subcombination I, 
class 71 1 , subclass 162, would need to be searched for both subcombinations. In fact. 
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class 711, subclass 161, and class 714, subclasses 5-8 would also need to be searched 
for both subcombinations. However, the examiner does not agree that the same could 
be said for class 714, subclass 15, which is the primary classification of subcombination 
II. The claims of subcombination I do not require a search in this subclass. This 
subclass is for the "snapshot" technologies, which are used to restore data to a previous 
point. Applicant has used the phrase "frozen image" to describe a "snapshot", which is 
the purview of subcombination II. 

The requirement is still deemed proper and is therefore made FINAL. 

Drawings 

4. The drawings are objected to because the view numbers are not in accordance 
with 37 CFR 1.84(u)(1). For Example. "FIG. 1" should replace "FIGURE 1", etc. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
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must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

5. The specification, including the title and abstract, is objected to because the 
description of "server-free" operation is inaccurate, for the reasons described below in 
section 7 of this Office action. 

Correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-6 and 18-19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims contain apparent contradictions regarding "server-free" backup. 
Claim 1 , for example, states *^A/herein the backup server is configured to initiate a 
server-free backup through the SAN fabric of said backup data" (lines 14-15). If the 
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backup operation is initiated by a backup server, then that operation most certainly not 
"server-free". Perhaps applicant means "host-server-free"? 

Claim Rejections - 35 USC § 102 

8. The previous rejections of claims 1-4, 6 and 18-19 under 35 U.S.C. 102(e) are 
withdrawn due to the amendment filed on September 18, 2006. 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claims 1-6 and 18-19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Trimmer et al., U.S. 2004/0153739. In addition. Tamura et al., U.S. 2002/0199073, 
is cited herewith as extrinsic evidence, but is not relied upon for the rejection. 

(A) As per claim 1 , Trimmer et al. teaches computer network storage, i.e., a 
storage area network (SAN) {note Figure 2 - alttiough tfie SAN is not mentioned by 
name, it is clear tliat ttiis drawing depicts a SAN. The definition of a SAN provided in 
Tamura et al., paragraph [0008], lines 1-3, cited as extrinsic evidence of what 
constitutes a storage area network; Tamura et al. is particularly relevant as extrinsic 
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evidence because it describes a system very similar to that of Trimmer et ai), the SAN 
comprising: 

one or more host servers {i.e., "application servers"; note paragraph [0028], line 
4), wherein one of the host servers comprises a backup server {note paragraph [0014], 
line 18); 

r 

a plurality of storage devices {note the disks in Figure 1, elements 14, 20 or 22, 
and in Figure 2, elements 54 and 56); 

a SAN fabric comprising one or more fabric devices configured to couple the one 
or more host servers to the plurality of storage devices {note Figure 2); 

wherein one or more of the host servers are configured to store primary data on 
one or more of the storage devices {note that the host application sen/ers use a DPA to 
store the data Figure 1)] 

wherein, subsequent to the primary data being stored, one or more of the host 
servers are configured to initiate a backup operation of the primary data to store backup 
data {note the definition of "backup data" in paragraph [0010], lines 2-5, which precisely 
matches the definition provided by applicant) of the stored primary data on one or more 
of the storage devices {note paragraph [0007 J)\ and 

wherein one or more of the storage devices comprise one or more archival 
storage devices {note Figure 2, elements 54 and 56), and wherein the backup server is 
configured to initiate a server-free backup through the SAN fabric of said backup data to 
one or more of the archival storage devices {note, e.g., the "sen/erless" backup in 
paragraphs [0014], [0020], [0027] and [0028]). 



Application/Control Number: 10/736,272 



Art Unit: 2189 



Pages 



(B) As per claim 2, wherein a data mover (e.g., the DPA) is configured to copy 
the backup data to the one or more archival storage devices in response to a server- 
free copy command {note, e.g., Figure 1 or paragraph [0014]). 

(C) As per claim 3, wherein the backup server {note paragraph [0014], line 18) 
is configured to copy primary data from one of the one or more storage devices to 
another of the one or more storage devices to create a backup copy of the primary data 
{note, e.g., paragraph [0007]). 

(D) As per claim 4, wherein the backup server is configured to initiate a third 
party copy (3PC) function to create a backup copy of the primary data (as applicant 
discloses, a third party copy is a "server-free" copy operation, which described 
throughout the Trimmer et al. system as "sen/eriess"; note, e.g., paragraphs [0014], 
[0020] [0027] and [0028]). 

(E) As per claim 5, wherein the backup server is configured to update a 
backup database in response to the completion of the server-free backup to the archival 
storage devices {note the use of the backup log in paragraphs [0014] and [0030]). 
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(F) As per claim 6, wherein the backup data is stored on disk drive type 
storage devices (A7o/e Figure 1. elements 14, 20 or 22, and Figure 2, elements 54 and 
56). 

(G) As per claim 18, note the rejection of claim 1 above. 

(H) As per claim 19, note the rejection of claim 6 above. 

Claim Rejections - 35 USC § 103 

11. The previous rejection of claim 5 under 35 U.S.C. 103(a) is withdrawn due to the 
amendment filed on September 18, 2006. 

12. The previous rejections of claims 7-17 under 35 U.S.C. 103(a) are withdrawn due 
to the election filed on December 18, 2006. 

Response to Arguments 

13. Applicant's arguments filed on September 18, 2006 regarding the cited prior art 
have been fully considered but they are not persuasive for at least the reasons noted 
below. 

With regard to the prior art rejections of claims 7-17, these arguments are moot 
in view of the election submitted on December 18, 2006. In addition, applicant's final 
arguments regarding these claims insisted that the examiner had provided no 
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motivation to combine the references, even though the motivation was clearly and 
explicitly stated - note page 8 of the non-final rejection mailed on January 3, 2006 or 
page 8 of the final rejection mailed on June 13, 2006. Applicant apparently overlooked 
the motivation statement in both rejections. 

As for the rejections based on 35 U.S.C. 102(e), applicant's basis for novelty 
hinged on two main points. First, applicant argued that the cited prior art did not teach 
that backup data written to a disk is then itself backed up to the archives. However, it is 
noted that this is exactly how most memory hierarchy worked only systems with built- 
in bypasses were able to skip a level of memory hierarchy (e.g., an L2 memory writing a 
copy of primary data directly to L4). Second, applicant argued that the cited prior art 
backup did not occur in a server-free manner. However, as shown above in section 7 of 
this Office action, neither does applicant's system. 

14. As for applicant's arguments filed on December 18, 2006, these have been 
discussed in above in section 3 of this Office action. 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Tamura et al. publication cited above as extrinsic evidence 
is actually quite relevant to the present claims. Applicant is strongly encouraged to 
consider this reference before formulating any response to this Office action. 
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1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Peikari whose telephone number is (571) 272- 
4185. The examiner is generally available between 7:00 am and 7:30 pm, EST, 
Monday through Wednesday, and between 5:30 am and 4:00 pm on Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Reginald Bragdon, can be reached at (571) 272-4204. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center at 866-217-9197 (toll-free). 




B. James Peikari 
Primary Examiner 
Art Unit 2189 
3/5/07 



